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REMARKS 

Claims 1-10 are pending in this application. By this Amendment, claims 1 and 7 are 
amended. Support for the amendments to claims 1 and 7 can be found in the specification as 
originally filed, for example, at page 3, lines 1-3; page 13, lines 7-12; and in claims 1 and 7 as 
originally filed. No new matter is added by these amendments. In view of the foregoing 
amendments and the following remarks, reconsideration and allowance are respectfully 
requested. 

I. Claim Objections 

The Office Action objects to claim 7 as improperly depending from claim 1. While 

Applicants do not necessarily agree with this objection, claim 1 has been amended to clearly 
provide proper antecedent basis for the phrase "alcoholic hydroxyl groups" in claim 7. 
Reconsideration and withdrawal of this objection are respectfully requested. 

The Office Action also objects to claims 2 and 6-9 as being dependent on a rejected 
base claim. Applicants thank the Examiner for the indication that claims 2 and 6-9 would be 
allowable if rewritten in independent form. Because the rejection of independent claim 1, 
from which claims 2 and 6-9 depend, is overcome for the reasons described below, claims 2 
and 6-9 are in condition for allowance. 

II* Claim Rejections 

The Office Action rejects claims 1, 3-5 and 10 under 35 U.S.C. § 102(b) over British 

Patent No. GB 1 208 907 to Dow Coming Corporation. Applicants respectfully traverse. 

Lidependent claim 1 sets forth a "coating composition comprising a silicon 
heterocyclic compoimd and a hydroxyl-reactive cross-linker, wherein the silicon heterocyclic 
compound is a compound comprising at least one spiro-ortho silicate group that comprises 
latent alcoholic hydroxyl groups, and wherein hydroxyl-reactive groups of the hydroxyl- 
reactive cross-linker are selected from the group consisting of isocyanate groups, 
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thioisocyanate groups, epoxy groups, episulfide groups, acetal groups, carboxylic acid groups, 
carboxylic anhydride groups, carboxylic acid ester groups, carbodiimide groups, alkoxy silane 
groups, Michael-acceptor groups, etherified amino groups and mixtures thereof." Claims 3-5 
and 10 depend from claim 1 and incorporate all of the limitations thereof. 

The Office Action takes the position that Dow Coming teaches all of the features of 
claim 1 and dependent claims 3-5 and 10, because Dow Coming teaches compositions that 
comprise urethane prepolymers having residual isocyanate groups and compounds containing 
spiro-orthosilicate groups. 

Dow Coming discloses two-component curable polyurethane compositions that 
include curable polyurethane prepolymers having residual isocyanate groups and a 
pentacoordinate silicon complex. See Dow Coming, col. 1, lines 10-27; col. 1, line 36 - 
col. 2, line 42. However, Dow Coming does not disclose that isocyanate groups from the 
polyurethane prepolymers are reacted with the spiro-orthosilicate group of its pentacoordinate 
siUcon complex. See generally, Dow Coming. In particular, Dow Coming does not disclose 
hydrolysis of the spiro-orthosilicate groups of the pentacoordinate silicon complex to form 
non-latent alcoholic hydroxyl groups or the cross-linking reaction of such non-latent alcoholic 
hydroxyl groups with a hydroxyl-reactive cross-linker, and the authors do not appear to 
recognize the crosslinking reaction, as noted by the Office Action. Id. 

In contrast, claim 1 sets forth a "coating composition comprising a silicon heterocyclic 
compound and a hydroxyl-reactive cross-linker." Because Dow Coming does not teach or 
suggest such a composition including a hydroxyl-reactive cross-linker, as set forth in claim 1, 
Applicants respectfiiUy submit that claims 1, 3-5 and 10 are patentable over Dow Coming. 

For at least these reasons. Applicant respectfiiUy requests reconsideration and 
withdrawal of the rejection. 
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III. Conclusion 

In view of the foregoing, it is respectfully submitted that this application is in 
condition for allowance. Favorable reconsideration and prompt allowance of claims 1-10 are 
earnestly solicited. 

Should the Examiner believe that anything further would be desirable in order to place 
this application in even better condition for allowance, the Examiner is invited to contact the 
undersigned at the telephone number set forth below. 



Respectfully submitted. 
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